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REMARKS 

The Applicant wishes to thank the Examiner for her examination of the present 
application, and for the previous interview held on September 9, 2009. The Examiner 
rejected claims 1, 3, 8, 9, 1 1-17, 20, 42, 51, 96-1 13 and 137. The Examiner did not 
consider newly presented claims 1 14-136. In this response, claims I, 20, 42, 51, 97, 137 
have been amended. Cumulatively in all responses, Claims 2, 4-7, 10, 14, 18-19, 21-41, 
43-50, 52-95, 109-1 10 and 1 14-136 have been cancelled. Claims 138 and 139 have been 
added. Thus, upon entry of the present amendments, claims 1, 3, 8-9, 1 1-13, 15-17, 20, 
42, 51, 96-108, 1 1 1-113 and 137-139 are pending in this application. No new matter has 
been added to the application. 

Claim Objections 

The Examiner objected to claim 13 for including the phrase "the relative 
orientation" without proper antecedent basis. Applicants believe that the Examiner was 
actually referring to claim 14. However, for other reasons, Applicants have cancelled 
claim 14. 

35 U.S.C. §112 

The Examiner rejected claims 109 and 1 10 for failing to particularly point and 
distinctly claim the subject matter which applicant regards as the invention. However, 
for other reasons, Applicants have cancelled these claims. 

35 U.S.C. U02 

Claims 1, 20, 42, 96-99, 104, 1 12-1 13 and 137 stand rejected under 35 U.S.C. 
102(b) as being anticipated by U.S. Patent No. 5,423,828 to Benson (Benson). 

Benson, however, does not anticipate the claims as amended. Independent claims 
1 and 137, have been amended to recite patient-specific (also known as patient-matched) 
femoral implants derived from image data of a patient's joint. To clarify that the claimed 
implants are distinguished from prior art implants, each of the independent claims have 
been amended to a "product-by-process" format, as discussed during the prior interview 
with the Examiner on September 9, 2009. Thus, claim 1 now recites an implant with a 
femoral condyle portion that has an inferior surface. The inferior surface has at least a 
portion configured "based at least in part on one or more patient specific measurements 
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of the patient's joint obtained from imaging data of the patient's joint." Similarly, claim 
137 recites an orthopedic implant that has an articular surface "matching at least a portion 
of the articular surface to an underlying portion of the patient's joint based at least in part 
on imaging data of the patient's joint." 

Benson does not teach or suggest designing or selecting patient-specific implants 
as claimed. In fact, Benson does not teach or suggest patient-specific implants at all. 
Rather, Benson teaches a method and apparatus for "making an accurate measurement of 
the length dimension of the joint prior to resection of the joint bones. . .and using those 
dimensions in the selection of and trial fitting of joint components[]." (See Benson Col. 
2 line 65 to Col. 3, line 4.) To accomplish this, Benson merely supplies a cable for use in 
determining a "true" measure of joint length during surgery. At best, Benson provides an 
improved method of sizing and placing standard off-the-shelf implants, but does not 
address patient specific or patient matched implants. The standard-off-the-shelf implants 
used by Benson have been known in the art for decades. 

At a minimum, Benson does not teach or suggest using image data of a particular 
patient to design or select an implant or features of an implant specific to or matched to a 
particular patient. Furthermore, although Applicants disagree with the Examiner's 
analysis that the sizing of implants constitutes the selection of an implant from a pre- 
existing library, the Applicants have amended the claims to recite an electronic library for 
purposes of the present claims, which Benson does not teach or suggest. 

There are a number of additional statements in the Office Actions with which the 
Applicants disagree, but the present amendments make discussion of those issues moot at 
the present time. Applicants reserve the right to further address these issues, if they again 
become relevant during the prosecution of this application. 

Claims 20, 42, 96-99, 104, 1 12-1 13 depend from claim 1, and are allowable for at 
least the same reasons. Therefore, Applicants maintain that all of claims 1, 3, 8-9, 11-13, 
15-17, 20, 42, 51, 96-108, 111-113 and 137 are allowable over Benson. 

35U.S.C. §103 

The Office Action further rejects: claims 100-103 and 105-108 as being 
unpatentable over Benson; Claims 8, 9, 1 1-13, and 1 1 1 as being unpatentable over 
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Benson in view of U.S. Patent Number 5,690,635 to Matsen, III et al. (Matsen); and 
claims 15-17 as being unpatentable over Benson in view of U.S. Patent Number 
3,852,830 to Marmor (Marmor). 

However, none of the cited references teach the elements of the amended claims. 
As discussed above, Independent claim 1 has been amended to recite patient-specific 
(also known as patient-matched) femoral implants derived from image data of a patient's 
joint. To clarify that the claimed implants are distinguished from prior art implants, 
independent claim 1 has been amended to a "product-by-process" format, as discussed 
during the prior interview with the Examiner on September 9, 2009. Thus, claim 1 now 
recites an implant with a femoral condyle portion that has an inferior surface. The 
inferior surface has at least a portion configured "based at least in part on one or more 
patient specific measurements of the patient's joint obtained from imaging data of the 
patient's joint." 

None of Benson, Matsen, or Marmor teaches or suggests the elements of the 
amended claims, either alone or in combination. Thus, each of claims 8, 9, 1 1-13, 15-17, 
100-103, 105-108 and 111, which depend from claim 1 are allowable. 

Applicants will address the Examiner's comments regarding the Information 
Disclosure Statement references in a subsequent paper. 

There are a number of additional statements in the Office Actions with which the 
Applicants disagree, but the present amendments make discussion of those issues moot at 
the present time. Applicants reserve the right to further address these issues, if they again 
become relevant during the prosecution of this application. 
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CONCLUSION 

It is believed that the application is now in order for allowance and Applicant 
respectfully requests that a notice of allowance be issued. Applicant believes that a three 
month extension of time is required and request the associated fee to be charged to 
deposit account number 19-4972. Additionally, please charge any additional fees required 
by this paper or credit any overpayment to deposit account number 19-4972. Applicant 
also requests that the examiner contact applicant's attorney, Alexander J. Smolenski, Jr., 
if it will assist in processing this application through issuance. 

Respectfully submitted, 

/Alexander J. Smolenski, Jr., #47,953/ 

Alexander J. Smolenski, Jr. 
Registration No. 47,953 
Attorney for Applicant 

Sunstein Kann Murphy & Timbers, LLP 
125 Summer Street 
Boston, MA 021 10-1618 
617-443-9292 

02960/00113 1238073.1 
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